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DETAILED ACTION 
Response to Amendment 

1 . In response to the amendment, the objection to the drawings has been 
withdrawn. 

2. In response to the amendment, the objections to the claims 17 and 18 have been 
withdrawn. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1,7, 10, 11, 13, 16, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Naylor et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 
6,301 ,339, and Singer Patent 3,555,196. 

Referring to claims 1 and 10, Naylor et al. disclose a gateway device comprising 
(server 30 of Fig. 1, col. 8, lines 35-43): means for connecting with each of a public 
switched telephone network (PSTN 29 of Fig. 1, col. 7, lines 38-42), and a computer 
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communication network (LAN, col. 8-9, lines 66-67, 1); means for determining which 
network is to be used based on identifying information including an identifier for the 
public switched telephone network, and an identifier for the computer communication 
network (destination identifier, col. 2, lines 59-66), when receiving image data and the 
identifying information of a destination of the image data from a facsimile machine (step 
404 of Fig. 4, col. 1 1 , lines 1-3); and means for transmitting the image data to the 
determined network (col. 8, lines 39-43). The server of Naylor is considered a gateway 
device because it joins together two networks (PSTN and LAN). Naylor et al. do not 
disclose expressly a facsimile device connected to a private exchanging network. 
Staples et al. disclose a facsimile device connected to a private exchanging network 
(Fig. 30, col. 54, lines 53-60). Naylor et al. and Staples et al. are combinable because 
they are from the same field of facsimile communication. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to provide the gateway 
device with private branch exchanging function and to allow connecting a facsimile 
device through a private exchanging network to the gateway device. The motivation for 
doing so would have been to allow a user to utilize an existing PBX network without 
requiring a public phone line for the facsimile device. Naylor et al. and Staples et al. do 
not disclose expressly an identifier for the private branch network. Singer discloses an 
identifier for a private branch network (col. 1 1 , lines 37-40). Naylor et al. and Singer are 
combinable because they are from the same field of communication networks. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art 
to utilize an identifier for a private exchanging network. The motivation for doing so 
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would have been to provide a means to select using one of multiple networks. 
Therefore, it would have been obvious to combine Staples et al. and Singer with Naylor 
et al. to obtain the invention as specified in claims 1 and 10. 

Referring to claim 7, Naylor et al. disclose the gateway device with private branch 
exchanging function according to claim 1 further comprising: means for carrying out the 
transmission of the image data to the computer communication network in electronic 
mail format communication by SMTP (Simple Mail Transfer Protocol) (col. 7, lines 6-10). 

Referring to claim 1 1 , Naylor et al. disclose the gateway device with private 
branch exchanging function according to claim 10 further comprising: means for 
receiving image data from the facsimile machine (step 404 of Fig. 4, col. 11, lines 1-3), 
accumulating the received image data when the means for determining determines that 
the computer communication network is to be used, and then transmitting the image 
data to the computer communication network (step 416 of Fig. 4, col. 1 1 , lines 22-25). 

Referring to claim 13, Naylor et al. disclose the gateway device with private 
branch exchanging function according to claim 11 further including: means for acquiring 
an IP address of another gateway device located in an area related to the destination, 
based on the identifying information when the computer communication network is to be 
used, wherein the image data is transmitted to the another gateway device. It is 
inherent that a URL is needed to obtain the IP address using the email address 
provided by the server. Without a URL providing the IP address, the server would have 
no way of knowing where to send the message. 
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Referring to claim 16, Naylor et al. disclose a method of transmitting image data 
comprising the steps of: (A) receiving image data and information of a destination of the 
image data from a facsimile machine (step 404 of Fig. 4, col. 11, lines 1-3); (B) 
determining which network of a public switched telephone network and a computer 
communication network is to be used based on identifying information including an 
identifier for the public switched telephone network, and an identifier for the computer 
communication network (destination identifier, col. 2, lines 59-66); and (C) transmitting 
the image data to the network determined in step (B) (col. 8, lines 39-43). Naylor et al. 
do not disclose expressly a facsimile device connected to a private exchanging network. 
Staples et al. disclose a facsimile device connected to a private exchanging network 
(Fig. 30, col. 54, lines 53-60). Naylor et al. and Staples et al. are combinable because 
they are from the same field of facsimile communication. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to provide the gateway 
device with private branch exchanging function and to allow connecting a facsimile 
device through a private exchanging network to the gateway device. The motivation for 
doing so would have been to allow a user to utilize an existing PBX network without 
requiring a public phone line for the facsimile device. Naylor et al. and Staples et al. do 
not disclose expressly an identifier for the private branch network. Singer discloses an 
identifier for a private branch network (col. 1 1 , lines 37-40). Naylor et al. and Singer are 
combinable because they are from the same field of communication networks. At the 
time of the invention, it would have been obvious to a person of ordinary skill in the art 
to utilize an identifier for a private exchanging network. The motivation for doing so 
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would have been to provide a means to select using one of multiple networks. 
Therefore, it would have been obvious to combine Staples et al. and Singer with Naylor 
et al. to obtain the invention as specified in claim 16. 

Referring to claim 20, Naylor et al. disclose the method according to claim 16 
wherein when the network determined in step (B) is the computer network, the 
transmission of the image data is carried out in electronic mail format communication by 
SMTP (Simple Mail Transfer Protocol) in step (C) (col. 7, lines 6-10). 

6. Claims 2, 3, 8, 9, 14, 15, 17, and 18 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Naylor et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 
6,301,339, and Singer Patent 3,555,196 as applied to claims 1 and 10 above, and 
further in view of Ho et al. U.S. Patent 5,805,298. 

Referring to claim 2, Naylor et al. disclose a gateway device but do not disclose 
expressly judging whether the transmission has been completed or not. Ho et al. 
disclose means forjudging whether or not the transmission of the image data to the 
computer communication network has been completed (314 of Fig. 3, col. 7, lines 37- 
41); and retransmitting means for retransmitting the image data to the public switched 
telephone network when the means forjudging judges that the transmission has not 
been completed (col. 7, lines 37-41). Ho et al. disclose that if an internet connection 
cannot be enabled, a new connection can be initiated. It would be obvious for the user 
to initialize the new transmission utilizing a facsimile communication because if a 
connection to the internet could not be enabled before, it is highly likely that the 
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connection still could not be enabled. Naylor et al. and Ho et al. are combinable 
because they are from the same field of facsimile and email communication. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to 
retransmit a message through PSTN when an internet connection cannot be enabled. 
The motivation for doing so would have been to allow the message to reach the 
destination if the internet connection is down. Therefore, it would have been obvious to 
combine Ho et al. with Naylor et al. to obtain the invention as specified in claim 2. 

Referring to claim 3, Ho et al. disclose wherein the retransmitting means makes 
confirmation of carrying out the transmission of the image data to the public switched 
telephone network with the facsimile machine, and transmits or does not transmit the 
image data to the public switched telephone network based on a result of the 
confirmation (col. 7, lines 37-41). The user is able to provide the command of whether 
to retransmit the message or can choose not to issue the command. 

Referring to claims 8 and 9, Naylor et al. disclose means for carrying out the 
transmission of the image data to the computer communication network in electronic 
mail format communication by SMTP (Simple Mail Transfer Protocol) (col. 7, lines 6-10). 

Referring to claim 14, Naylor et al. disclose a gateway device but do not 
disclose expressly judging whether the transmission has been completed or not. Ho et 
al. disclose means for judging whether or not the transmission of the image data to the 
computer communication network has been completed (314 of Fig. 3, col. 7, lines 37- 
41). Naylor et al. and Ho et al. are combinable because they are from the same field of 
facsimile and email communication. At the time of the invention, it would have been 
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obvious to a person of ordinary skill in the art to retransmit a message through PSTN 
when an internet connection cannot be enabled. The motivation for doing so would 
have been to allow the message to reach the destination if the internet connection is 
down. Therefore, it would have been obvious to combine Ho et al. with Naylor et al. to 
obtain the invention as specified in claim 14. 

Referring to claim 15, Ho et al. disclose means for making confirmation of 
carrying out retransmission of the image data with the facsimile machine when the 
means forjudging judges that the transmission of the image data to the computer 
communication network has not been completed (col. 7, lines 37-41); and retransmitting 
means for retransmitting the image data to the public switched telephone network when 
a result of the confirmation is approval of the retransmission, (col. 7, lines 37-41). Ho et 
al. disclose that if an internet connection cannot be enabled, a new connection can be 
initiated. It would be obvious for the user to initialize the new transmission utilizing a 
facsimile communication because if a connection to the internet could not be enabled 
before, it is highly likely that the connection still could not be enabled. 

Referring to claim 17, Naylor et al. disclose a gateway device but do not 
disclose expressly judging whether the transmission has been completed or not. Ho et 
al. disclose the step of (D) judging whether or not transmission of the image data has 
been completed when the image data is transmitted to the computer network in step (C) 
completed (314 of Fig. 3, col. 7, lines 37-41). Naylor et al. and Ho et al. are combinable 
because they are from the same field of facsimile and email communication. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to 
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retransmit a message through PSTN when an internet connection cannot be enabled. 
The motivation for doing so would have been to allow the message to reach the 
destination if the internet connection is down. Therefore, it would have been obvious to 
combine Ho et al. with Naylor et al. to obtain the invention as specified in claim 17. 

Referring to claim 18, Ho et al. disclose the steps of: (E) asking the facsimile 
machine whether or not retransmission of the image data to the public switched 
telephone network is to be carried out when in step (D) (col. 7, lines 37-41), it is judged 
that the transmission of the image data has not been completed; and retransmitting the 
image data to the public switched telephone network when a result of asking in step (E) 
is approval of retransmission (col. 7, lines 37-41). Ho et al. disclose that if an internet 
connection cannot be enabled, a new connection can be initiated. It would be obvious 
for the user to initialize the new transmission utilizing a facsimile communication 
because if a connection to the internet could not be enabled before, it is highly likely that 
the connection still could not be enabled. 

7. Claims 4 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Naylor et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 6,301,339, and Singer 
Patent 3,555,196 as applied to claim 1 above, and further in view of applicant's admitted 
prior art. 

Referring to claims 4 and 19, Naylor et al. disclose the gateway device of claim 1, 
but do not disclose expressly transmitting the image data by T.83 protocol. The 
applicant's admitted prior art discloses carrying out the transmission of the image data 
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to the computer communication network in real time communication by T.83 protocol 
(page 2, paragraph 4). At the time the invention was made, it would have been obvious 
to a person of ordinary skill in the art to transmit image data utilizing the T.83 protocol. 
The motivation would have been to allow sending real time faxes over IP transports. 

8. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Naylor et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 6,301 ,339, Singer Patent 
3,555,196, and Ho et al. U.S. Patent 5,805,298 as applied to claims 2 and 3 above, and 
further in view of applicant's admitted prior art. 

Referring to claims 5 and 6, Naylor et al. disclose a gateway device, but do not 
disclose expressly transmitting the image data by T.83 protocol. The applicant's 
admitted prior art discloses carrying out the transmission of the image data to the 
computer communication network in real time communication by T.83 protocol (page 2, 
paragraph 4). At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to transmit image data utilizing the T.83 protocol. The 
motivation would have been to allow sending real time faxes over IP transports. 

9. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Naylor 
et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 6,301 ,339, and Singer Patent 
3,555,196 as applied to claim 10 above, and further in view of Antognini et al. US 
Publication 2204/0218226. 
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Referring to claim 12, Naylor et al. disclose the gateway device with private 
branch exchanging function according to claim 10, wherein the means for connecting, 
connects the facsimile machine to the public switched telephone network (step 614 of 
Fig. 6, col. 12, lines 3-4) when the means for determining determines that the public 
switched telephone network is to be used (step 610 of Fig. 6, col. 11-12, lines 66-67, 1- 
3). Naylor do not disclose expressly connecting a facsimile machine to a private branch 
network. Staples et al. disclose a facsimile device connected to a private exchanging 
network (Fig. 30, col. 54, lines 53-60). Antognini et al. disclose connecting the facsimile 
machine to the other facsimile machines when the means for determining determines 
that the message is designated for a facsimile machine (Fig. 1, page 4, paragraph 43). 
It would be obvious for the facsimile machines of Antognini et al. to be connected to the 
fax server utilizing a private branch network as taught by Staples et al. Staples et al. 
and Antognini et al. are combinable because they are from the same field of facsimile 
communication. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to allow connecting facsimile devices through a private 
exchanging network. The motivation for doing so would have been to allow a user to 
utilize an existing PBX network without requiring public phone lines for the facsimile 
devices. Naylor et al. and Antognini et al. are combinable because they are from the 
same field of facsimile communication. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to connect a plurality of facsimile 
machines to a server. The motivation for doing so would have been to allow a plurality 
of facsimile devices to send data through the internet or PSTN instead of just one 
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device. Therefore, it would have been' obvious to combine Antognini et al. with Naylor 
et al. and Staples et al. to obtain the invention as specified in claim 12. 

10. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Naylor et al. U.S. Patent 6,625,642, Staples et al. U.S. Patent 6,301 ,339, and Singer 
Patent 3,555,196 as applied to claims 1, 10, and 16 above, and further in view of Chang 
et al. Patent 6,700,956. 

Referring to claims 21-23, Naylor et al. disclose an identifier for the public 
switched telephone network, and an identifier for the computer communication network 
(destination identifier, col. 2, lines 59-66). Singer discloses an identifier for a private 
branch network (col. 1 1 , lines 37-40). Naylor et al. and Singer do not disclose expressly 
an identifier of a number other than zero or an asterisk, an identifier of the number zero, 
and an identifier of an asterisk. Chang et al. disclose utilizing keystrokes to select 
among multiple networks (col. 4, lines 41-49). Naylor et al. and Chang et al. are 
combinable because they are from the same field of computer networking. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to 
select a particular network using keystrokes. The motivation for doing so would have 
been to provide a convenient method to utilize a number pad to select a network. 
Chang et al. do not disclose expressly an identifier of a number other than zero or an 
asterisk, an identifier of the number zero, and an identifier of an asterisk. At the time 
the invention was, it would have been obvious to a person of ordinary skill in the art to 
select a particular network using the number zero and an asterisk as identifiers. The 



Application/Control Number: 10/020,390 Page 13 

Art Unit: 2624 

particular keystroke used is clearly a design choice and provides no advantage over any 
other particular keystroke used. Therefore, it would have been obvious to modify Naylor 
et al. to obtain the invention as specified in claims 21-23. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571)272-7471. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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